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Trademar k Judges.

Qpi nion by Ci ssel, Adm nistrative Trademark Judge:

On Cctober 17, 1996, Homestead Inc., the Trademnark
managenent subsi diary of Hershey Foods Corp., filed the
above-referenced application to register the mark "KI SSES"
on the Principal Register for "chocolate candy," in d ass
30. The identification-of-goods clause was subsequently
anended to read as follows: "generally solid chocol ate
candy, with or wi thout ingredients such as nuts.” The

basis for the application was applicant’s claimof use of
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the mark in interstate coomerce since July 1, 1907. The
application, as it was originally filed, asserted that
applicant believed the nark to be inherently distinctive,
but that in order to procure a registration on the
Princi pal Register, applicant clainmed that the mark had
acquired distinctiveness under Section 2(f) of the Act as a
result of substantial and exclusive use and pronotion of it
I n connection with the goods identified in the application.
This application is now before the Board on appeal
fromthe Exam ning Attorney’s final refusal to register
based on her conclusion that the term sought to be
registered is generic as applied to applicant’s chocol ate
candy, and hence is unregistrable under Section 2(e)(1) of
t he Lanham Act. Applicant disputes this contention,
arguing that "KISSES" is neither nmerely descriptive nor
generic, but that even if its mark were determned to be
nerely descriptive of the goods identified inits
application, it has nonethel ess acquired distinctiveness
Wi thin the neaning of Section 2(f) of the Lanham Act by
virtue of applicant’s extensive use and pronotion of it as
applicant’s mark, and further, that it has not only
acqui red secondary neaning, it has becone a fanous

trademark in connection with applicant’s chocol ate candy.
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Bot h applicant and the Exam ning Attorney have built
extensive records in support of their respective positions.
Both filed briefs, and applicant filed a reply brief. Both
articulated their positions at the oral hearing before the
Boar d.

The test for determ ning whether a termis generic,
and hence unregi strable as a tradenmark under the Lanham
Act, has two parts. First, we nust ask what class of goods
or services is at issue. Then we nust determ ne whet her
the rel evant public understands the designation in question
primarily to refer to that class of goods or services. See
H Marvin Gnn Corp. v. International Association of Fire
Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. GCir. 1986).
Section 14 of the Lanham Act, which provides the procedure
for cancellation of registrations at any tine if the
regi stered mark becones the generic nane for the goods or
services, nandates that "[a] registered mark shall not be
deened to be the generic nanme of goods or services solely
because such mark is also used as the nanme of or to
identify a unique product or service. The primary
significance of the registered mark to the rel evant public
rat her than purchaser notivation shall be the test for
determ ni ng whether the registered mark has becone the

generic nane of the goods or services on or in connection
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with which it has been used." Because the primary
significance of the termto the relevant public is the test
for genericness, consuner surveys have been held to be good
ways of showi ng the relevant public’s understanding of a
given term Heroes Inc. v. Booner Esiason Hero's
Foundati on, 43 USPQ 2d 1193 (D.D.C. 1997). The burden of
showi ng that the term sought to be registered is generic is
on the Exam ning Attorney, who nust nmake a "substanti al
showi ng" with "clear evidence of generic use." Inre K- T
Zoe Furniture, Inc., 16 F.3d 390, 29 USP@@d 1787 (Fed. Cir
1994) .

The Exam ning Attorney submtted a good deal of
evi dence wherein the termsought to be registered is used
like a generic word would be. This evidence includes
dictionary definitions fromas | ong ago as 1859 and as
recently as 1993, wherein the word "kiss" is listed, for
exanple, as "a small piece of confectionery"” or "a snal
pi ece of candy, especially of chocolate.” The Exam ning
Attorney al so nmade of record excerpts from nagazi nes and
books, both old and current, as well as published recipes,
all of which are consistent with her contention.

Additionally, she submtted excerpts retrieved fromthe
Nexi sO0 dat abase of published articles which appear to show

"Kki sses" used in a generic sense in connection with
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chocolate, e.g., "...at one of the workshops held Friday,
motivational speaker Pegine Echeverria paced the floor in a
meeting room handing out chocolate kisses...." The Examining
Attorney also points out that the Trademark Register
includes third-party registrations for marks used with

candy wherein the term is disclaimed, and others where the
term is used in the identification-of-goods clause.

Further, the record also includes what the Examining
Attorney describes as examples of "misuse of the term
KISSES by applicant, itself..." (brief p.17), although the
examples to which she refers as "misuse” are consistent
with her contention that the term is used not as a source-
identifying trademark, but rather as the name of the
product. For example, a book published by applicant in
1926 used "kisses" in lower case letters, without a
identifying it as applicant's trademark. Over thirty years
ago, in 1969, applicant used the term in the
identification-of-goods cause in an application it filed,
although the application was subsequently amended to delete
the term from that clause. In a registration that issued
under Section 2(f) of the statute in 1983, applicant
disclaimed the words "milk chocolate kisses," which were
used in the mark combining those words with a graphic

design.
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Applicant submtted, with the original application as
filed, three volunes of evidence in support of the claim of
distinctiveness. Applicant’s response to the refusal to
regi ster was al so supported by substantial evidence. 1In
addition to establishing applicant’s substantially
excl usive use of "KISSES" in connection wth chocol ate
candy for alnost ninety years, the evidence of record shows
that sal es, advertising and awareness of "KISSES" in
connection wth applicant’s candy has been enornous.
Applicant’s evidence establishes that the word functions as
a trademark for applicant’s goods, and is in fact a fanobus

trademark for applicant’s chocol ate candy.

Approximately two billion pounds of chocol ate candy
have been sold by applicant under the mark. In a single
day al one, applicant now produces 33 mllion individual

candi es, each of which is individually |abeled wth the

"KI SSES" tradenmark. Revenues from sal es under the mark

and advertising figures for applicant’s "KISSES" chocol at e
candy are equally inpressive. During the period from 1980
to 1995, applicant spent hundreds of mllions of dollars on
advertising featuring the mark, and applicant’s sal es of
chocol ate candy under the mark total ed over $3 billion for

t hat peri od.
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As noted above, each individual piece of candy
manuf act ured, advertised and sold under the mark by
applicant promnently features the mark on its packagi ng.
Each coni cal | y-shaped piece is individually wapped in
foil, with a paper plune or streaner bearing the mark
energing fromthe top of the wapper

The key piece of evidence submitted by applicant in
support of its argunent that the mark has acquired
di stinctiveness is the survey submtted wth the original
application. Conducted by Ivan Ross, Ph.D., a consuner
psychol ogi st and survey specialist, the survey is direct
evi dence establishing the distinctiveness and fane of
applicant’s "KISSES" trademark. The survey indisputably
shows that the respondents understand the difference
between a tradenmark and a generic term and that they
regard "KI SSES" as a tradenarKk.

Pot enti al purchasers of chocol ate candy were
i nterviewed by tel ephone. The difference between generic
terms and brand nanes was explained to them and then their
reaction to five different ternms used in connection with
candy was examined. In addition to the termat issue in

this case, "KISSES," Dr. Ross included two designations
that are trademarks, M&M s and M LK DUDS[, and two

designations that are generic, "CHOCOLATE COVERED PEANUTS'
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and "MALTED M LK BALLS." Al nost 80 percent of respondents
identified "KISSES" as a brand, and only 16.5 percent
considered it to be a generic term Slightly nore than 84
percent of respondents identified MLK DUDS] as a brand,
with less than 9 percent responding that it was a generic
term and over 94 percent of respondents identified M&M s[J
as a brand; only 4.4 percent as a generic term In
contrast, alnost three quarters of respondents consi dered
" CHOCOLATE COVERED PEANUTS" to be a gereric termand only
20 percent thought it was a brand. Simlarly, a majority
correctly identified "MALTED M LK BALLS" as a generic term
As Dr. Ross pointed out, these figures show that
applicant’s nmark was overwhel m ngly recogni zed as a
trademark, just as were the well known registered
trademar ks M&M sl0 and M LK DUDS[I. Applicant’s "KI SSES"
mar k had nore than 50 percent greater recognition as a
trademark than the generic term " CHOCOLATE COVERED
PEANUTS." Dr. Ross stated that the survey results are an
appropriate basis for concluding that the prinmary
significance of "KISSES'" to purchasers of chocol ate candy
Is as a brand nane, and that the nane is clearly not
percei ved as a common or generic nane for a type of

chocol at e candy.
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The Exam ning Attorney does not have the resources to
chal  enge applicant’s survey, either its results or its
nmet hodol ogy. The Board does have sone famliarity with
surveyi ng techni que and net hodol ogy, but we cannot identify
any basis upon which to fault applicant’s survey either.

Instead of finding fault wth the survey, the
Exam ni ng Attorney contends that the distinctiveness that
the survey reveals is only de facto significance as a
trademark, and that because the term applicant seeks to
regi ster is generic, no amount of de facto secondary
nmeani ng as a trademark can entitle applicant to register
the term especially when the termwas generic prior to
applicant’s adoption of it.

In summary, in the instant case, the Board is
presented with substantial quantities of evidence on both
sides of the issue. On the one hand, the Exam ning
Attorney has shown that the term sought to be registered
was at |east nerely descriptive and has been used in a
generic fashion in a variety of published materials, such
as recipies, articles, books and dictionaries, which are
likely to have been seen by consuners. This is indirect
evi dence that consuners would perceive the termto be a
hi ghly descriptive or generic termfor the goods specified

in the application. It is not direct evidence, but we can
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project fromit that consuners exposed to such use of the
termwould conme to understand the termin the sense that
t hese exanples show it used. At a mninum this evidence
shows that the term has descriptive significance in
connection wth chocol ate candy, and sone of the evidence
shows use of it as one would use the nane of a particular
ki nd of candy.

On the other hand, the survey submtted by applicant
Is direct, uncontroverted evidence that whatever
descriptive significance the termnay once have had has
been replaced with significance as applicant’s trademark
when the termis used in connection wth chocol ate candy.

Sinply put, while the record shows that the term may
once have been a generic term it certainly is not generic
now. It is at nost nerely descriptive. Because the issue
Is howthe termis perceived by the purchasing public, the
direct evidence that the termis perceived as a trademark
by the purchasi ng public outweighs the indirect evidence of
the public’'s perception show ng that the public has been
exposed to use of it descriptively and generically.

To reach the conclusion that the termis not generic,
but rather that it is a descriptive termwhich has acquired
secondary neeting as an indication of the source of

applicant’s chocol ate candy, it is not necessary for the

10
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Board to accept applicant’s argunents with regard to each
pi ece of the evidentiary record the Exam ning Attorney
built in support of her refusal to register. Indeed, that
evi dence, if uncontroverted, could have been the basis for
affirmng the refusal of registration under Section 2(e)(1)
of the Act. The evidence of nere descriptiveness and even
generic-type use of the terns seens clear, but over the 90
years that applicant has been using and pronoting the word
as its tradenmark, building up secondary neaning in what
apparently started out as at |east a descriptive term

t here have undoubt edly been countl ess opportunities for the
press, |exicographers, and even applicant itself to use the
termin its original, descriptive sense, or in ways that
are anbi guous as to whether it nanmes the goods or

di stingui shes themfromsimlar products which emanate from
sources other than applicant. W find persuasive
applicant’s argunent that many of the Exam ning Attorney’s
ref erences that appear to be generic uses of the word are

I nstead references to applicant’s product w thout
appropriate designation of the termas applicant’s
trademark. The sales and pronotion figures and the fact
that applicant al so owns tradenmark regi strations for the
coni cal configuration of its candy and the foil wapping in

which it is encased lends credibility to that argunent,

11
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i.e., if applicant is the only one producing and selling
huge quantities of individually wapped chocol ate candy so
distinctively configured and | abeled "KISSES," it is not at
all farfetched to conclude that occasional references to
such goods as "kisses" are actually references to
applicant’s product. In this regard, we note that the
record is devoid of evidence that any other candy naker
uses the term "KISSES" in connection with chocol ate candy,
but it does show that applicant has actively policed its
mark for the last twenty years, so nany of the Exam ning
Attorney’s references do appear to be to applicant’s candy.

The indirect evidence of consumer perception show ng
that the term has been occasionally encountered by
consuners used as a descriptive or generic word is sinply
out wei ghed by applicant’s survey, which is direct evidence
that establishes wi thout a doubt that "KISSES" is in fact
percei ved by consuners of these goods, not as the generic
nane of a type of candy, but rather as the brand nane of
candy emanating froma single source. Applicant’s survey
Is the nost direct, reliable evidence of the primary
significance of "KISSES'" to consuners.

Accordi ngly, although at one tinme the term sought to
be regi stered apparently had significance that was

primarily descriptive in connection with candy, because

12
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this record shows that "KISSES' is now a fanous trademark
which identifies applicant’s chocol ate candy, registration
under Section 2(f) of the Lanham Act is appropriate. The
refusal to register under Section 2(e)(1l) is therefor

rever sed.

R F. G ssel

C. E Wilters

C. M Bottorff
Adm ni strative Tradenmark Judges
Trademark Trial and Appeal Board
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